EUROPE: CONTRIBUTORY INFRINGEMENT

Hans Bottema of Nederlandsch Octrooibureau outlines issues of extraterritorial contributory
infringement in the Netherlands under GAT v LuK

Jurisdiction matters

n April 11 2007, the District Court of The Hague
0 decided, in SBM v Bluewater, that it had jurisdiction Hans Bottema
to judge on a claim by SBM that constructing or
offering for sale an essential element relating to the inven-
tion in the Netherlands of an offshore structure that is
patented by SBM’s European patent both in the Netherlands
and in another EU state, in which other state the defendant
knows that the patented invention will be constructed or
used by a third party, would constitute a special form of
cross-border contributory infringement. This special case is tional companies in the offshore and
an interesting exception to the exclusive jurisdiction in - brewing industry, as well as for medium-
patent infringement actions that is attributed to the court of  sized companies in automotive technology.

Hans Bottema is a partner in
Nederlandsch Octrooibureau at the Hague
office. He is a Dutch and European patent
attorney and his area of practice includes
mechanics, process and packaging technol-
ogy and physics. Hans works for multina-

an EU member state in proceedings concerned with the reg- Hans joined Nederlandsch Octrooibureau in 1995 and
istration or validity of any European patent granted for that  worked as a European patent attorney with Procter &
state. Gamble in Brussels, Newcastle and Frankfurt from 1991 to
1995. During this period he was engaged in prosecution
Legal framework and litigation in the area of paper product technology. He

Contributory infringement in the Netherlands is judged  started his training as a patent attorney in 1987 with
under Article 73 of the Patents Act of 1995, according to  Philips Electronics in Eindhoven in the field of medical sys-
which “the patent proprietor may institute the claims at his  tems and electron beam imaging devices. Hans holds an
disposal in enforcing his patent against any person who, in ~ MSc (1987) in Technical Physics from the Reactor Physics
the Netherlands or Netherlands Antilles or, where a  faculty of Delft University of Technology.
European patent is concerned, in the Netherlands, supplies
or delivers to or for his business, in respect of an essential
part of the invention, to persons other than those who by
virtue of Articles 55 to 60 are empowered to work the
patented invention, the means for the application of the
patented invention in the Netherlands or Netherlands
Antilles, or where a European patent is concerned, in the Netherlands, provided
that that person knows, or that it is evident considering the circumstances, that
those means are suitable and intended for that application”._
Article 22 (4) of Council Regulation EC 44/2001 on jurisdiction and the
recognition and enforcement of judgments in civil and commercial matters, spec-
ifies that the courts of each member state will have exclusive jurisdiction,
regardless of domicile, in proceedings concerned with the registration or validi-
ty of any European patent granted for that state.
In case C-4/03, Gesellschaft fiir Antriebstechnik mbH & Co KG (GAT) v
Lamellen und Kopplungsbau Beteiligungs KG (LuK), the ECJ (on July 13 2006)
clarified in respect of Article 16(4) of the Brussels Convention on Jurisdiction,
which article corresponds to Article 22(4) of EC 44/2001, that it should apply
to all forms of proceedings:
“the answer to the question referred must be that Article 16 (4) of the
Convention is to be interpreted as meaning that the rule of exclusive juris-
diction laid down therein concerns all proceedings relating to the registration
or validity of a patent, irrespective of whether the issue is raised by way of an
action or a plea in objection”.
This rule of procedure is of exclusive and mandatory nature and its applica-
tion is specifically binding on both litigants and courts.
In the case of contributory infringement, however, the strict interpretation of
these rules of procedure was found to lead to the problem that the patentee
would be left without a legal remedy.

The specifics of the case
In these proceedings, SBM is proprietor of European patent number 0808270,
directed to a hydrocarbon production system including a vessel moored to the
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seabed via a turret. A turret is a large cylindrical structure
extending vertically through the hull of the vessel.
Hydrocarbon production risers extend from a wellhead on
the seabed through such a turret to the vessel, the vessel
acting as storage for the produced hydrocarbons. The tur-
ret is moored to the seabed in a geostationary manner and
the vessel can “weathervane” around the turret by way of
a bearing construction. In European patent number
0808270, the turret constitutes an essential part of the
invention.

“The limits of Article 22(4) of EC 44/2001
are being further drawn up after GAT v LuK"

In respect of SBM’s action for direct infringement or for
participating in a significant way in either direct or con-
tributory infringement of the equivalent European patent
outside the Netherlands, the court declined jurisdiction
with reference to GAT v LuK.

However, the court held that SMB’s action against pro-
viding or offering for sale means relating to an essential
part of the invention (the turret) in the Netherlands, while
knowing that these will be mounted on a vessel or used on
a vessel in another country in which the equivalent
European patent is in force by a third party, constitutes a
special form of cross-border contributory infringement.
The District Court declared itself competent to hear this
case on the following grounds.
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A special form of cross-border contributory infringement
A strict interpretation of the rules of exclusive jurisdiction
as laid down in Article 16(4) of the Brussels Convention on
Jurisdiction and Art 22(4) of EC 44/2001 would lead to the
fact, in light of GAT v LuK, that in a case where a defendant
raises a relevant invalidity objection no court would have
jurisdiction to hear the case. This is so because before grant-
ing any legal remedy, the court would have to decide on the
validity of both the Dutch part and the other member state’s
national equivalent of the European patent. For each part of
the European patent, a different court
is competent. This situation was
deemed by the District Court to be in
adversity with Article 6 of the
European Convention on Human
Rights (ECHR) according to which, in
the determination of their civil rights
and obligations, everyone is entitled to
a fair and public hearing within a reasonable time by an
independent and impartial tribunal established by law.

The court held it to be clear that the Brussels Convention
on Jurisdiction and EC 44/2001 could not have as an effect
that no single national court would have jurisdiction. The
present case was found to differ from GAT v LuK, which
involved a declaration of non-infringement of a European
patent in several countries and could in that sense be split
up into a separate declaration for each country. In the pres-
ent proceedings, the action required determination of the
validity of the European patent in two jurisdictions that
could not be split up, as in case of Gat v LuK, into a sepa-
rate action for each geographic location.

On that basis, the District Court was of the opinion that



a reasonable interpretation of Article 16 (4) of the Brussels
Convention on Jurisdiction and Article 22(4) of EC
44/2001, read in the context of GAT v LuK, in this special
case did not lead to the consequence of the District Court
having to decline jurisdiction. It does however force the
Dutch court to refrain as much as possible from giving a
judgment on the validity of the equivalent European patent
in countries outside the Netherlands. This means that as
soon as invalidity is raised in proceedings outside the
Netherlands, the case must be stayed independent of which
stage the proceedings in the Netherlands are in.

As in the present case, no foreign action for nullification
of the corresponding European equivalent patent had been
initiated, so the District Court was able to render a judg-
ment and concluded that there was no direct or contributo-
ry infringement.

Clearly, the limits of Article 22(4) of EC 44/2001 are
being further drawn up after GAT v LuK. It is interesting

to see how the contours of an answer to a related question
that has arisen between the same parties will develop when,
instead of being based on contributory infringement, an
action is based on the general law of tort. In SBM v
Bluewater, the Court of Appeal in the Netherlands, in an
appeal in summary proceedings of May 18 2006, declined
SBM’s action based on tort on the basis that no direct or
contributory patent infringement activities (in the country
outside the Netherlands) could be found. This verdict still
leaves room for the question of whether a party, by provid-
ing or offering for sale an essential part of the patented
invention in the Netherlands for infringing use by a receiv-
ing third party in another country, is liable under the Dutch
general rules of tort when it knows the receiving party will
infringe the equivalent European patent in that other coun-
try. The answer to this question would, according to Dutch
international private law, be determined by the national
law of the country of the receiving party.
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